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DETAILED ACTION 

Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-20, drawn to a head suspension assembly, classified in class 360, 
subclass 244.8. 

II. Claims 21-25, drawn to a method of fabricating a vibration resistant head 
suspension assembly, classified in class 29, subclass 603.04. 

The inventions are distinct, each from the other because of the following reasons: 

2. Inventions II and I are related as process of making and product made. The inventions 
are distinct if either or both of the following can be shown: (1) that the process as claimed can be 
used to make another and materially different product or (2) that the product as claimed can be 
made by another and materially different process (MPEP § 806.05(f)). In the instant case the 
process as claimed can be used to make another and materially different product, such as a 
product devoid of a hinge component. 

3. Because these inventions are independent or distinct for the reasons given above and 
have acquired a separate status in the art in view of their different classification, restriction for 
examination purposes as indicated is proper. 

4. During a telephone conversation with David Fairbairn (Reg. No. 26047) on July 12, 

2006, a provisional election was made without traverse to prosecute the invention of group I, 
claims 1-20. Affirmation of this election must be made by applicant in replying to this Office 
action. Claims 21-25 are withdrawn from further consideration by the examiner, 37 

CFR 1.142(b), as being drawn to a non-elected invention. 
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5. Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1 .48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a request under 37 CFR 

1 .48(b) and by the fee required under 37 CFR 1 . 1 7(i). 

Information Disclosure Statement 

6. The information disclosure statement filed February 27, 2004, fails to comply with 37 
CFR 1.98(a)(3) because it does not include a concise explanation of the relevance, as it is 
presently understood by the individual designated in 37 CFR 1.56(c) most knowledgeable about 
the content of the information, of each patent listed that is not in the English language. It has 
been placed in the application file, but the information referred to therein has not been 
considered. 

Claim Rejections - 35 USC § 112 

7. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

8. Claims 1-20 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 1 recites the limitation “high stiffness and high damping capacity” in the last line. 
Claim 16 recites the limitation “high stiffness and high damping capacity” in line 5. The term 
"high" in claims 1 and 16 is a relative term which renders the claim indefinite. The term "high" 
is not defined by the claim, the specification does not provide a standard for ascertaining the 
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requisite degree, and one of ordinary skill in the art would not be reasonably apprised of the 
scope of the invention. It is unclear how high is high enough to fall within the metes and bounds 
of the claims. 

Claim 4 recites the limitation “springy” in line 2. The term "springy" in claim 4 is a 
relative term which renders the claim indefinite. The term "springy" is not defined by the claim, 
the specification does not provide a standard for ascertaining the requisite degree, and one of 
ordinary skill in the art would not be reasonably apprised of the scope of the invention. It is 
unclear how springy is springy enough to fall within the metes and bounds of the claims. 

Other elected claims are indefinite by virtue of their dependency from indefinite claims. 

Claim Rejections - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 

basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

10. Claims 1, 4, 12-15 and 16 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Nakamura et al (US Pat. No. 6212043 Bl). 

Due to similarities in the claimed subject matter, the independent claims are treated 
together. 

As recited in independent claims 1 and 16, to the extent understood, Nakamura et al show 
a head suspension assembly comprising a beam component (see position b in Fig. 6C) having a 
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front (left in Fig. 6C) end and a rear (right) end; a hinge component 43, wherein the hinge 
component 43 comprises a first structural damping material 14 having high stiffness and high 
damping capacity, and the hinge component is at the rear (right) end of the beam component; and 
a gimbal component (to which 1 is attached; see appearance of Figs. 2A-C, for example) near the 
front (upper in Fig. 2A-C) end of the beam component for connecting to a slider assembly 1 
carrying a transducer (see col. 1, line 17, “to effect read/write”). 

Regarding the limitation “for connecting to an actuation means”: A recitation of the 
intended use of the claimed invention must result in a structural difference between the claimed 
invention and the prior art in order to patentably distinguish the claimed invention from the prior 
art. If the prior art structure is capable of performing the intended use, then it meets the claim. 

The product by process limitations in these claims (e.g., “separately made and attached”) 
are directed to the product per se, no matter how actually made, In re Hirao, 190 USPQ 15 at 17 
(footnote 3). See also In re Brown , 173 USPQ 685; In re Luck, 177 USPQ 523; In re Fessman, 
180 USPQ 324; In re Avery, 186 USPQ 161 , In re Wertheim, 191 USPQ 90 (209 USPQ 554 does 
not deal with this issue); In re Marosi et al, 218 USPQ 289; and particularly In re Thorpe, 227 
USPQ 964, all of which make it clear that it is the patentability of the final structure of the 
product “gleaned” from the process limitations or steps, which must be determined in a “product 
by process” claim, and not the patentability of the process limitations. Moreover, an old or 
obvious product produced by a new method is not a patentable product, whether claimed in 
“product by process” claims or not. Note that the applicant has the burden of proof in such 
cases, as the above case law makes clear. 
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As recited in claim 4, to the extent understood, Nakamura et al show that the first 
structural damping material is springy (see table 1, “Change in spring constant” column). 

As recited in claim 12, Nakamura et al show that the structural damping material 14 is a 
laminate comprising a stainless steel layer 15 and a damping material 16 layer. 

Regarding claims 13 and 15: See above discussion of “product by process” claims. 

As recited in claim 14, Nakamura et al show that the hinge component 15 is attached to 
the beam component through an adhesive 16. 

11. Claims 1-6, 8 and 1 1-20 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Sassine et al (US PAP No. 2005/0135013 Al). 

The applied reference has a common inventor with the instant application. Based upon 
the earlier effective US. filing date of the reference, it constitutes prior art under 35 U.S.C. 

102(e). This rejection under 35 U.S.C. 102(e) might be overcome either by a showing under 37 
CFR 1.132 that any invention disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not the invention “by another,” or by an appropriate 
showing under 37 CFR 1.131. 

As recited in independent claims 1 and 16, to the extent understood, Sassine et al show a 
head suspension assembly (see Fig. 1 5 or Fig. 16, for example) comprising a beam component 
400 having a front (right end in Figs. 15-16) end and a rear (left) end; a hinge component (“hinge 
area”, see, e g., ^ 0056), wherein the hinge component comprises a first structural damping 
material (414, for example) having high stiffness (see ^ 0056, “Stiffness”) and high damping 
capacity (see ^ 0062, “especially effective in significantly attenuating gain of resonance modes”), 
and the hinge component is at the rear (left) end of the beam component; and a gimbal 
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component (see, e.g., ^ 0058, “gimbal”) near the front end of the beam component for connecting 
to a slider assembly 409 carrying a transducer (see ]| 0058, “read/write”). 

Regarding the limitation “for connecting to an actuation means”: A recitation of the 
intended use of the claimed invention must result in a structural difference between the claimed 
invention and the prior art in order to patentably distinguish the claimed invention from the prior 
art. If the prior art structure is capable of performing the intended use, then it meets the claim. 

The product by process limitations in these claims (e.g., “separately made and attached”) 
are directed to the product per se, no matter how actually made, In re Hirao, 190 USPQ 15 at 17 
(footnote 3). See also In re Brown , 173 USPQ 685; In re Luck, 111 USPQ 523; In re Fessman, 
180 USPQ 324; In re Avery, 186 USPQ 161 , In re Wertheim, 191 USPQ 90 (209 USPQ 554 does 
not deal with this issued; In re Marosi et al, 218 USPQ 289; and particularly In re Thorpe, 227 
USPQ 964, all of which make it clear that it is the patentability of the final structure of the 
product “gleaned” from the process limitations or steps, which must be determined in a “product 
by process” claim, and not the patentability of the process limitations. Moreover, an old or 
obvious product produced by a new method is not a patentable product, whether claimed in 
“product by process” claims or not. Note that the applicant has the burden of proof in such 
cases, as the above case law makes clear. 

As recited in claims 2 and 19, Sassine et al show that the hinge component is made from 
the first structural damping material (414, for example), and the gimbal is made from a second 
structural damping material (420 or 444, for example). 




Application/Control Number: 10/788,863 
Art Unit: 2627 



Page 8 



As recited in claims 3 and 20, Sassine et al show that the first structural damping material 
414 and the second structural damping material 420 are substantially identical in composition 
(see T1 0055, “polyimide”). 

As recited in claim 4, to the extent understood, Sassine et al show that the first structural 
damping material is springy (see T] 0055, “two steel sheets sandwiching a polyimide”). 

As recited in claim 5, Sassine et al show that the hinge component (“hinge area”, see, 
e.g., U 0056) applies a preload (“preload bend”, see ]| 0057) on the transducing head 409 through 
the beam component 400. 

As recited in claims 6 and 17, Sassine et al show that the entire hinge component is 
substantially made from the first structural damping material only (the term “first structural 
damping material” is broad enough to include a laminate, as evidenced by claim 12; thus, the 
etched laminate which constitutes the hinge component in Fig. 15 satisfies the limitation 
“substantially made from the first structural damping material only”). 

As recited in claim 8, Sassine et al show that the hinge component has no external 
structural damping material attached thereto (see Fig. 15). 

As recited in claims 1 1 and 1 8, Sassine et al show that the structural damping material is 
an alloy (see ^ 0059, “blend of two or more materials”). 

As recited in claim 12, Sassine et al show that the structural damping material is a 
laminate comprising a stainless steel layer and a damping material layer (see ^ 0055, “two steel 
sheets sandwiching a polyimide (or other material) core”). 

Regarding claims 13-15: See above discussion of “product by process” claims. 
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Claim Rejections - 35 USC §103 

12. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

13. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

14. Claims 9-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over Nakamura et 
al (US Pat. No. 6212043 Bl) in view ofZamanzadeh et al (US Pat. No. 6361740 Bl). 

Nakamura et al show a head suspension assembly as described above. 

As recited in claim 9, Nakamura et al show that the structural damping material has a 
modulus of elasticity greater than 30 gigapascals (see table 1, example 3, which shows a 
modulus of elasticity of 20000 kg/mm 2 > 30 gigapascals). 

As recited in claim 10, Nakamura et al show that the structural damping material has a 
modulus of elasticity greater than 50 gigapascals (see table 1, example 3, which shows a 
modulus of elasticity of 20000 kg/mm 2 > 50 gigapascals). 
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Nakamura et al, however, are silent as to the ranges of damping capacity set forth in 
claims 9-10. 

It is notoriously old and well known in the magnetic head art to routinely modify a 
magnetic head structure in the course of routine optimization/ experimentation and thereby 
obtain various optimized ranges of damping capacity, including those set forth in claims 9-10. 
See, for example, Zamanzadeh et al, col. 2, lines 53-60, “If the resonant vibrations are not 
damped promptly and effectively, the elevational excursions of the load beam may cause damage 
to the surface of the disk, the transducer and/or the load beam or result in data track mis- 
registration and read-write errors. It is, therefore, desirable to provide a load beam, or any similar 
flexure used in a disk drive, having a high damping capacity.” 

It would have been obvious to a person having ordinary skill in the art at the time the 
invention was made to have had the magnetic head of Nakamura et al satisfy the range set forth 
in claims 9-10. The rationale is as follows: one of ordinary skill in the art would have been 
motivated to have had the magnetic head of Nakamura et al satisfy the range set forth in claims 
9-10 in order to prevent damage to a surface of a disk, a transducer and/or a load beam, and to 
prevent track mis-registration and read/write errors as taught by Zamanzadeh et al (col. 2, lines 
53-60). 

Moreover, absent a showing of criticality (i.e., unobvious or unexpected results), the 
ranges set forth in claims 9-10 are considered to be within the level of ordinary skill in the art. 

Additionally, the law is replete with cases in which when the mere difference between the 
claimed invention and the prior art is some range, variable or other dimensional limitation within 
the claims, patentability cannot be found. 
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It furthermore has been held in such a situation, the Applicant must show that the 
particular range is critical, generally by showing that the claimed range achieves unexpected 
results relative to the prior art range. In re Woodruff, 919 F.2d 1575, 1578, 16 USPQ2d 1934, 
1936 (Fed. Cir. 1990). 

Allowable Subject Matter 

1 5. Claim 7 would be allowable if rewritten to overcome the rejection(s) under 35 

U.S.C. 1 12, 2nd paragraph, set forth in this Office action and to include all of the limitations of 
the base claim and any intervening claims. 

Conclusion 

16. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Yamada et al (US Pat. No. 4734805) show adhesive flexible resin 25 attached to resilient 
section 20 of suspension element 10 to function as a damper (see especially col. 3, line 56-col. 4, 
line 10). 

Zhu (US Pat. No. 5949617) shows a suspension comprising a dynamic absorbing member 
located in a hinge area (see 19 in Figs. 5A-B; see also col. 4, lines 55-60, “Dynamic absorbers 
can be placed anywhere along the length of the suspension including within the standard cavity 
locations taken by trapezoidal-like cutout 19”). 

Erpelding (US Pat. No. 7054109 B2) shows a damped suspension comprising a load 
beam made of a non-spring material chosen to enhance vibration damping, formed separately 
from a stainless steel hinge portion (see especially col. 5, line 51 -col. 6, line 62). 
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Arya (US PAP No. 20030202284 Al) shows a suspension with integral constrained and 
sandwiched layer damping (see ^ 0011-0013, which discuss advantages and disadvantages of 
separately formed and integral dampers; see especially 1) 0013, “being discrete elements, 
dampers can only be applied in selected locations and cannot be applied in the load beam hinge 
area (where they would be most effective) due to adhesion problems”). 

Berding et al (US PAP No. 20040120078 Al) show a suspension comprising adhesive 
layers 174 and 176 (see Fig. 10, for example) wherein “the hinge provides damping capability” 
(seeH 0122). 

17. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Julie Anne Watko whose telephone number is (571) 272-7597. 
The examiner can normally be reached on Monday through Friday, 1PM to 10PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner’s 
supervisor, Dwayne D. Bost can be reached on (571) 272-7023. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 



September 7, 2006 
JAW 



Julie Anne Watko, J.D. 
Primary Examiner 
Art Unit 2627 
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